REMARKS 
Election/Restrictions 

The Examiner has made final the restriction requirement for Claims 1 to 93 and 100 to 154 , 
alleging that the search for each group would require extensive searching because the search is not 
limited to U.S. patent searching. The Applicants respectfully disagree with the Examiner, for the 
reason that, inter alia, the limited number of classes is itself indicative that the Examiner's search, 
although not limited U.S. patent searching, nonetheless reaches the same art for each of the Groups, 
and would not require different search strategies. The Applicant thanks the Examiner for 
acknowledging the timely election with traverse. 

Specification 

The Applicant, in response to the Examiner's objection that the abstract uses language that 
may be implied, has adopted the Examiner's objection and deleted, inter alia, the language "is 
disclosed". 

Claim Rejections- 35 U.S.C. .$101 

The Examiner has rejected claims 94 to 100 and 155 as directed toward non-statutory 
subject matter under 35 U.S.C. §101. First, the Applicant respectfully directs the Examiner to the 
fact that memory, a processor, and a computer executable program are recited in the body of the 
claim. The Examiner's attention is also drawn to Ex parte Lundgren, Appeal No. 2003-2088 (BPAI 
2005), which unequivocally rejects a "technological arts" test under 35 U.S.C. §101. 

Claim Rejections- 35 U.S.C. #112 

The Examiner has also rejected claims 94 to 100 and 155 under 35 U.S.C. §112 second 
paragraph as indefinite. He alleges that it is unclear whether (1) we intend to claim an apparatus or a 
method and that lines (2) 13-18 are unclear as to what is being claimed calling it non-descriptive 
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functional language. Because the claim is clearly an apparatus claim these two points of rejection are 
dealt with together. 

The Applicant notes that some of the lines the Examiner refers to have been cancelled from 
the claim. The Applicant's discussion refers to lines 10-15, which remain in the Claim. These lines 
are directed toward a computer executable program that accepts a pair of values in a round and 
returns a specific result indicator when a predetermined criterion is or is not satisfied. 

This claim is an apparatus claim and the recitations are directed to the structural limitations 
of the claim. In particular, the claim recites a computer executable program, the program being 
structured to . when executed by the processor, return a specific result indicator based upon the 
application of at least one predetermined criterion to a mathematical comparison of the pair of 
values in a round when the indicator indicates that the one predetermined criterion is or is not 
satisfied in the round. 

The Applicant has amended the claim to clarify the structure. To the extent that there are 
functional limitations, there is nothing inherendy wrong with defining some part of an invention in 
functional terms. In re Swinehart, 439 F.3d 210, 169 USPQ 226 (CCPA 1971); see also MPEP 
2173.05(g). ("A functional limitation must be evaluated and considered, just like any other claim, for 
what it conveys to a person of ordinary skill in the pertinent art.) 

The amended claim is directed to the application of a predetermined algorithm to a 
mathematical comparison of values submitted by an opposite party in a round to determine of a 
bargain transaction results or not. The specification would clearly convey to a skilled artisan that the 
recitation describes a bargaining system applies a predetermined criterion to a mathematical 
comparison of values and indicates a result. To the extent that these recitations are at all functional, 
these are not improper functional limitations as they convey the metes and bounds of the claimed 
system to a skilled artisan. 
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Claim Rejections- 35 U.S.C. §102 

The Examiner has rejected the claims 94-100 and 155 as anticipated under 35 U.S.C. §102 
over U.S. Patent No. 6,598,027 to Breen Jr. et al (Breen Jr.). The Examiner states Breen, Jr. 
discloses a bargaining system with a "first value, a second value, an input, an output, memory, a 
processor, a computer executable program", citing col. 21, line 27 to col. 22 line 11. As for the 
remaining limitations, he simply states that "the computer of Breen Jr. is capable of performing 
these functions and having these values as the language is non-functional descriptive matter." 

As already pointed out, the limitations of the claims that the Examiner treats as "non- 
functional" are in fact structural or otherwise proper functional limitations defining the structure. 
Further, a reference, in order to anticipate under 35 U.S.C. §102 , must disclose each and every 
limitation of the claim. As already pointed out, a functional limitation must be evaluated and 
considered for what it conveys to a person of ordinary skill in the pertinent art. Because the 
Examiner has made no such evaluation, the Applicant respectfully notes that a prima facie case of 
anticipation under 35 U.S.C. §102 has not been made out. 

The limitations of the present invention are not taught by Breen Jr. Breen Jr. discloses an 
automatic bidding agent, which is provided to allow buyers to automatically increase his or her bids 
by an incremental amount (up to a maximum amount) in response to higher bids of other potential 
buyers. The Breen Jr. system is wholly different from the claimed system. The claimed system 
recites a computer executable program, the program being structured to, when executed by the 
processor, return a result indicator based upon the application of at least one predetermined 
criterion to a mathematical comparison of the pair of values, and the indicator indicates that the one 
predetermined criterion is not satisfied in the round. Breen does not disclose, inter alia, a bargaining 
system that is structure to 1) mathematically compare values in a round, 2) apply a predetermined 
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criterion, or 3) an indicator indicating that the one predetermined criterion is not satis 
round. 
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Conclusion 

Reconsideration and withdrawal of this restriction requirement and an examination of all of 
the pending claims is requested. It is believed that all of the pending claims are in condition for 
allowance. Early and favorable action by the Examiner is earnesdy solicited. If the Examiner 
believes that issues may be resolved by a telephone interview, the Examiner is respectfully urged to 
telephone the undersigned at (212) 801-3170. The undersigned may also be contacted by e-mail at 
mcguireb@gdaw.com. 

The Commissioner is hereby authorized to charge any additional fees which may be required 
for this amendment, or credit any overpayment to Deposit Account No. 50-1561. 

In the event that an extension of time is required, or which may be required in addition to 
that requested in a petition for an extension of time, the Commissioner is requested to grant a 
petition for that extension of time which is required to make this response timely and is hereby 
authorized to charge any fee for such an extension of time or credit any overpayment for an 
extension of time to Deposit Account No. 50-1561. 
Date: December 8. 2005 

Respectfully submitted, 
Greenberg Traurig, LLP 

BRIAN M. MCGtilRE C 

Registration No. 55,445 
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Customer No. 32361 
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New York, NY 10166 

(212) 801-3170 

ny-srvOl \ 1 1 26578v01 \27 1 10.01 2300 

37 



